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Trade Secrets

Three elements of a trade secret claim:

1. Subject Matter

· information capable of adding economic value to the plaintiff, and is not generally known

· formula, pattern, compilation, program, device, method, technique, process 

2. Reasonable precautions were taken to protect

· secret holder must be consistently diligent in protecting the information
3. Misappropriation

· information cannot be acquired through deception or theft
· explicit and implied duties to protect secret can lead to wrongful disclosure
	Underlying Theory
	Freedom of contract; protection against unfair means of competition

	Source of Law
	State statute (e.g. UTSA); common law

	Subject Matter
	Formula, pattern, compilation, program, device, method, technique, process

	Standard for Protection
	Information not generally known or available; reasonable efforts to maintain secrecy; commercial value

	Scope of Protection
	Protection against misappropriation

	Period of Protection
	Until becomes public knowledge

	Disclosure
	Loss of protection

	Rights of Others
	Independent discovery; reverse engineering

	Costs of Protection
	Security expenses; personnel dissatisfaction; litigation costs

	Licensing and Assignment
	Discouraged by inherent nature of bargaining

	Remedies
	Civil suit for misappropriation; conversion; unjust enrichment, breach of K; damages (potentially treble) and injunctive relief, criminal prosecution for theft


Factors to consider in determining whether something is a trade secret:

1. known to industry

a. expert testimony. Expert says basics known in industry but I can tell you b/c I know industry standards, there are none that replicate these exact changes.

2. efforts to protect (often used by Courts to show that it’s a secret)

3. value to them (better product b/c of their modifications)

4. disclosure & how they were disclosed

a. did it promote the economic interests of the trade secret holder?

b. was it a limited disclosure? We want to give people an incentive to divulge the secret if it’s economically efficient.

5. cost involved in developing the secret. 

a. why would a company spend $ to develop something when you could just acquire it through public sources? Incentive based.

Subject Matter












Metallurgical Industries Inc. v. Fourtek, Inc. (Defining Trade Secrets; 1986)

· Issue: do modifications fit the definition of a trade secret such that they should be afforded protection?

· Holding: Yes. 

· Factors used to determine trade secret:
· M’s efforts to keep secret its modifications was important b/c security measures cost money, and a manufacturer therefore wouldn’t incur these costs if it believed that its competitors already knew the information they were trying to protect

· the trade secret holder can divulge his information to a limited extent without destroying status as trade secret. Otherwise, the holder’s ability to profit from his secret would be greatly limited. Factors to determine if limited disclosure:

· disclosures were not public announcements; M divulged its information to only two businesses with whom it was dealing

· the disclosures were made to further M’s economic interests

· M can show value of the modifications and the cost of developing the secret device or process. Court says this criteria shows the equitable underpinnings of this area of law. Only fair that one should be able to keep and enjoy the fruits of his labor.

Rockwell Graphic Systems v. DEV Industries (Reasonable Efforts to Maintain Secrecy, 1991)

· Issue: whether Rockwell tried hard enough to keep its piece part drawings secret.

· Holding: Maybe – not an issue for SJ.

· Rationale: Posner is defining reasonableness in context – how much disclosure was necessary to make sure that the trade secret was used effectively and not wastefully. At what point would added precautions unduly impair productivity?

· Notes: Two different complimentary reasons we have trade secret law in the first place:

· defendant based perspective: tort/deter conduct that seems inefficient and is below the standards we expect from society.

· plaintiff based perspective: incentive to invest in information that is valuable to their business and that gives them an edge over others. 

Misappropriation












See UTSA

E.I. DuPont v. Rolfe Christopher (Improper Means, 1971)

· Issue: whether ariel photography of plant construction is an improper means of obtaining another’s trade secret

· Holding: Yes, it is. 

· Rule: To obtain knowledge of a process without spending the time and the money to discover it independently is improper unless the holder voluntarily discloses it or fails to take reasonable precautions to ensure its secrecy. 

· Rationale: we should not require a person or corp. to take unreasonable precautions to prevent another from doing that which he ought not to do in the first place.

· Notes: Ways to legally obtain a trade secret: (1) discover it on your own; (2) buy a product and inspect it; (3) reverse engineer it.

Smith v. Dravo Corp. (Confidential Relationship, 1953)

· Facts: P and D were in contact regarding D’s possible purchase of P’s business. D didn’t buy, but allegedly used info he got while in contact to create similar product, sold to customers that he was told about by P. 

· Issue: Was there a confidential relationship between the parties, even though there was no express agreement?

· Holding: Yes. P disclosed their design for one purpose – to enable D to appraise it with a view in mind of purchasing their business. There can be no question that D knew and understood this limited purpose.

Chicago Lock Co. v. Fanberg (Reverse Engineering, 1982)

· Issue: whether D’s procurement of individual locksmith’s reverse engineering data is an “improper means” with respect to Chicago Lock Co.

· Holding: No, it was not. D only liable if they intentionally procured the locksmiths to disclose the trade secrets in breach of the locksmith’s duty to the company of nondisclsoure. 

· Rationale: A lock-purchaser’s own reverse-engineering of his own lock is an example of the independent invention and reverse engineering expressly allowed by trade secret doctrine.

· Notes: there was no direct relationship between Fanberg and CLC. 

· Reverse engineering part of trade secret law would create a sort of never ending patent without the process of the patent system. TS law does not protect against independent invention b/c of this.

Wexler v. Greenberg (Departing Employees, 1960)

· Issue: to what extend may a former employer, without the aid of any express covenant, restrict his ex-employee, a highly skilled chemist, in the uses to which this employee can put his knowledge of formulas and methods he himself developed during the course of his former employment b/c this employer claims these same formulas as his TS?

· Holding: Since no experimentation or research was done, the development by change and modification were fruits of Greenberg’s own skill as a chemist without any appreciable assistance by way of the information or great expense or supervision by employer.

· Rationale: explicitly based on the absence of a written agreement b/t employer and employee. 

Patents

Five Elements for Patentability
1. patentable subject matter (§ 101)

2. utility (§ 101)

3. novelty (§ 102)

4. non-obviousness (§ 103)

5. enablement & written description (§ 112)

	Underlying Theory
	Limited monopoly to encourage production of utilitarian works in exchange for immediate disclosure and ultimate enrichment of the public domain

	Source of Law
	Patent Act (federal)

	Subject Matter
	Process, machine, manufacture, or composition of matter; plants (asexually reproducing); designs – excluding: laws of nature, natural substances, business methods, printed matter (forms), mental steps

	Standard for Protection
	Novelty; non-obviousness; and utility 

	Scope of Protection
	Exclusive rights to make, use, sell innovation as limited by contribution to art; extends to “equivalents”

	Period of Protection
	20 years from filing

	Disclosure
	Right to patent lost if inventor delays too long after publishing before filing application; full disclosure is required as part of application; notice of patent required to damages 

	Rights of Others
	Only if licensed; can request reexamination of patent by PTO

	Costs of Protection
	Filing, issue, and maintenance fees; litigation costs

	Licensing and Assignment
	Encouraged by completeness of property rights, subject to antitrust constraints

	Remedies
	Injunctive relief and damages (potentially treble); attorney fees (in exceptional cases)


Elements of Patentability: Subject Matter








35 U.S.C. § 101

· Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title

Diamond v. Chakrabarty (Subject Matter; 1980)

· Issue: does C’s micro-organism constitute a “manufacture” or “composition of matter” within the meaning of § 101?

· Holding: Yes – it’s patentable

· Reasoning: nonnaturally occurring; product of human ingenuity; bacterium has markedly different characteristics from any found in nature and one having the potential for significant utility

· Notes: the fact that it consists of products of nature does not mean that the combination is a product of nature.

Parke-Davis & Co v. H.K. Mulford Co. (1911)

· Learned Hand – upheld a patent granted for a purified naturally occurring substance, calling it “a new thing commercially and therapeutically”

· Court has market-oriented approach. Says you are introducing a product that hasn’t been in the market before.

Elements of Patentability: Utility









Brenner v. Manson (1966)

· Facts: Manson produced a steroid that he wasn’t sure actually worked.

· Issue: What does the utility requirement require?

· Holding: Rejection of patent upheld.

· Rule: Unless and until a process is refined and developed to this point – where specific benefit exists in currently available form – there is insufficient justification for permitting an applicant to engross what may prove to be a broad field.

· Rationale: “a patent system must be related to the world of commerce rather than to the realm of philosophy” 

Court’s utility arguments in rejecting patent application

· General Utility

· can the invention as claimed really do anything? Is it capable of any use?

· Specific Utility

· does the invention work to solve the problem it is designed to solve? 

· Beneficial or Moral utility

· does the intended purpose have some minimum social benefit, or is it at least not completely harmful or deleterious? Does society want this done?

Elements of Patentability: Novelty & Statutory Bars






35 U.S.C. § 102: Conditions for Patentability; Novelty and Loss of Right to Patent

(a) Novelty: first to invent provision. Key date is date of invention. We’re concerned about whether others knew about the idea before the inventor claims to have invented it. The date the inventor claiming the patent claim claims they invented it. 

(b) Statutory: even if you’re first to invent, if you wait too long to apply, you can be banned from obtaining a patent. We want to encourage people to apply for patents asap.

(c) Abandonment
(d) Impact of applying for a patent abroad
(e) Previously-filed applications
(f) Derivation: if you did not yourself invent it, not entitled to patent

(g) Interference: who should be treated as first to invent? PTO is somewhat more lenient with independent inventors than institutional inventors (realize these people have day jobs) in determining due diligence. 

Rosaire v. National Lead Co. (Nature of Novelty, 1955)

· Facts: Rosaire claims that since Gulf did not apply for a patent until after he did, and did not publish their employee’s ideas, and did not otherwise give the public the benefit of the experimental work, then his patent is valid.

· Issue: Are the patents invalid? YES

· Rationale: Public knowledge NOT required before work done can be used to invalidate a subsequent patent. No efforts to exclude the public were taken. 

· Notes: line the court seems to draw is actively concealed or hidden activities, which will not bar a later inventor from getting a patent, and not concealed or hidden, which would bar it. Court is drawing a bright line rule that public knowledge doesn’t matter. 

In re Hall (Statutory bars: publication; 1986)

· Issue: was a thesis available as a “printed publication” such that it falls under the statutory bar? YES

· Rationale: public accessibility is the key. Proponent of publication bar must show that prior to the critical date the reference was sufficiently accessible, at least to the public interested in the art, so that someone examining the reference could have made the claimed invention without further research or experimentation. 

Egbert v. Lippman (Statutory bars: public use; 1881)

· Facts: corset case where guy gave corset to his girlfriend to use.

· Issue: Was the invention in public use? YES

· Rationale: NOT necessary that more than one person use an invention to constitute public use. Court finds public use b/c (1) no restriction given, (2) showed to 3rd parties; (3) not experimental. 

· Note: Fed. Cir. generally no longer considers use for personal interest or enjoyment “public” use. Focus on the nature and purpose of the use. Use for a commercial purpose is generally a public use, even if it is secret and even if it only occurs once. 

· On-sale statutory bar: As of the offer to sell, the inventor has one year left before their patent application must be on file with the PTO.  § 102(b) begins to toll in the instance of an offer to sell.  The invention need not even have been built or prototyped.  If it can be described adequately to meet the needs of § 112 then that is all that is necessary.

City of Elizabeth v. Pavement Co. (Experimental Use Exception, 1877)

· Facts: wooden pavement test in Boston.

· Issue: whether N’s invention was in public use? NO – experiment.

· Rationale: Court finds this was an experiment b/c:

· N really controlled the experiment. Had repeatedly returned to the pavement to check on it.

· N didn’t abandon the experiment.

· Constructed the road at his own expense – no sale!

· diligence; as soon as he discovered that it did work after the right amount of time, he applied for patent promptly. 

· Note: we want to encourage people to perfect their inventions before rushing to the PTO. From a statutory perspective, the significance of experimental use is that it is deemed to NOT BE a public use, even if it’s visible to the public, it’s treated as not a public use, not an exception.

· Always encourage a client who is experimenting to file a temporary application. 
35 U.S.C. § 102: Novelty and Loss of Right

· priority generally goes to the first inventor to (1) reduce an invention to practice, without (2) abandoning the invention. 

Griffith v. Kanamuru (Priority Rules and First to Invent, 1987)

· Facts: Cornell researcher and Japanese inventor battling for first to invent claim. PTO decided that Cornell researcher failed to establish a PFC for priority against K’s filing date b/c he failed to satisfy the reasonable diligence requirement of § 102. 

· Issue: whether G’s efforts constitute reasonable diligence. NO.

· Rationale: G said he had to apply for funding since university setting, and he was waiting for a grad student to matriculate in the Fall to help w/ research. Court does not accept these excuses, finds that the project was not first priority at Cornell. 

· The reasonable diligence standard balances the interest in rewarding and encouraging invention with the public’s interest in the earliest possible disclosure of innovation. Courts may consider the reasonable everyday problems and limitations encountered by an inventor (i.e. a day job).

· Note: if you have the idea first and you act diligently in reducing the idea to practice, then ou get priority. 

GATT Amendments

· term of patent now 20 years from date application filed

· members of WTO may introduce evidence of pre-patent filing inventive acts in home country

· definition of infringement expanded to include the acts of unauthorized offering for sale and importing

· “provisional applications” added. Do not have to include claims. 

American Inventors Protection Act

· prior user rights for business method inventions only

· publication of most U.S. patent applications 18 months after filing

Elements of Patentability: Nonobviousness








Is the difference between what was out their before and what this party is claiming substantial enough?

Graham v. John Deere Co.  (Defining obvious; 1966) 

· Facts: crank-shaft case. Court found advance nonobvious. 

· Rule: §103 test for obviousness: whether “the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made”

· Rationale: only inventions and discoveries which furthered human knowledge, and were new and useful, justified the special inducement of a limited private monopoly. 

· Factual inquiries under §103: (1) the scope and content of the prior art are to be determined; differences b/t the prior art and the claims at issue are to be ascertained; and the level of ordinary skill in the pertinent art resolved. 

· Notes: Congress cannot restrict access to what is already known. Can only grant patent protection to advances. Can’t take anything out of the public domain. There is also a qualitative requirement – has to bring some benefit in some way to the public... some real addition to the sum of useful knowledge. 

Considerations in determining obviousness

Primary Considerations:

· scope and content of the prior art

· differences b/t the prior art and the invention

· level of ordinary skill in the pertinent art

Secondary Considerations
· commercial success

· previously unfulfilled need

· failure of others

In re Vaeck (Combining References; 1991)

· Facts: crazy biology case... cyanobacteria.

· Rule: a proper analysis under § 103 requires consideration of two factors:

· whether the prior art would have suggested to those of ordinary skill in the art that they should make the claimed composition or device, or carry out the claimed process;

· whether the prior art would also have revealed that in so making or carrying out, those of ordinary skill would have a reasonable expectation of success

· both the suggestion and the reasonable expectation of success must be found in the prior art, not in the applicant’s disclosure.

· basically, § 103 asks whether a researcher who is aware of all the prior art would think to create the claimed invention. 
In re Dembiczak (Prior Art; 1999)

· Facts: trash bag that looks like a pumpkin case. PTO rejected patent b/c obvious. Court found that PTO erred in rejection.

· Rationale: court found lack of motivation to combine the references. 

· “Time of invention”: §103 requires casting the mind back to the time of invention, to consider the thinking of one of ordinary skill in the art, guided only by the prior art references and the then-accepted wisdom in the field.

Elements of Patentability: Enablement & Written Description





35 U.S.C. § 112: Specification

The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.

Incandescent Lamp Patent (1895)

· the fact that the paper happens to belong to the fibrous kingdom did not invest Sawyer and Man with sovereignty over this entire kingdom, and thereby limit other experimenters to the domain of minerals

Gentry Gallery v. Berkline Corp (1998)

· Facts: sectional sofa case.

· Rule: To fulfill the written description requirement, the patent specification “must clearly allow persons of ordinary skill in the art to recognize that the inventor invented what is claimed.”

Best Mode Requirement

· Two essential elements to the doctrine:

· fact-finder must determine whether, at the time the patent application was filed, the inventor had a best mode of practicing the claimed invention. 

· if yes, a court will inquire whether “the disclosure in the patent specification is adequate to enable one of ordinary skill in the art to practice the best mode of the invention”

Infringement












Whoever without authority, makes, uses, sells, offers to sell, or imports any patented invention, you infringe the patent.

Infringement and Claim Interpretation

· a patent owner’s right to exclude others from making, using or selling the patented invention is defined and limited by the language in that patent’s claims.

· therefore, establishing infringement requires the interpretation of the “elements” or “limitations” of the claim and a comparison of the accused product with those elements as so interpreted. 

· words in a claim should be given their “ordinary or accustomed” meaning

· a patent holder can seek to establish patent infringement in either of two ways: by demonstrating that every element of a claim (1) is literally infringed or (2) is infringed under the doctrine of equivalents. 

· if even one element of a patent’s claim is missing from the accused product, then there’s no infringement. 

Larami Corp. v. Amron (Literal Infringement)

· Facts: super-soaker case.

· Issue: Did Larami literally infringe or infringe under the doctrine of equivalents?

· Holding: No. No literal infringement b/c there was at least one element missing. No infringement by equivalents b/c P could not show that Larami’s product had the “Substantial equivalent” of every limitation or element of the patent claim. 

· Rationale: Court says in order to have literal infringement, have to break down the claim into elements and the D has to have done each of the elements of the claim, and each has to appear in the infringing product.

· Notes: direct infringement – patents are defined by their claims. Therefore when you are drafting claims, you have to mindful of what kinds of things you are trying to prevent other people from doing. Try to be as general as possible so they can cover as many variations of the actual inventions as they can, but you can’t be too general otherwise you might run up against prior art or you might not have enabled or described the full scope of your invention.

Warner-Jenkinson Co. v. Hilton Davis Chemical Co. (Doctrine of Equivalents; 1997)

· case showed that the doctrine of equivalents was alive and well, but still left a number of matters unresolved, including in what circumstances should prosecution history estoppel be used.

Festo Corp. v. Shoketsu
· Rule: by amending an application the inventor is deemed to concede that the patent does not extend as far as the original claim, so the patentee should bear the burden of showing that the amendment does not surrender the equivalent in question

· The patentee must show that at the time of the amendment one skilled in the art could not reasonably be expected to have drafted a claim that would have literally encompassed the alleged equivalent.
· was there a narrowing amendment that had something to do with patent eligibility? If so, prosecution history estoppel triggered.

Software Patents












· software is generally patentable as long as it achieves some concrete and tangible result that has some real world meaning. 
Copyrights

A protectable copyright has the following elements:

Copyrightable Subject Matter: broad range of literary and artistic expression. Ideas themselves are not copyrightable, but the author’s particular expression of an idea is protectable.

Threshold for protection: work must exhibit a modicum of originality and be fixed in a “tangible medium of expression”

Formalities: registration not required for validity, but required prior to instituting an infringement suit.  Deposit of copies of the work is required to obtain registration of copyright. 

Authorship and Ownership:  Work must have been created by party bringing suit, or rights transferred to them. For works made “for hire,” employer and not the employee is considered the author and the owner of the work. 

Duration of Copyright: Lasts for life of author plus 70 years.

A valid copyright confers the following rights:
Copying: owner has exclusive right to make copies of her work. Copying is infringing if “material” and “substantial” even if copy in different form or only part of a whole.

Derivative Works: owner has exclusive rights to prepare derivative works.

Distribution: owner has right to control the sale and distribution of the original and all copies or derivative works. 

Performance and Display: owner has right to control the public (but not private) performance and display of her works.

	Underlying Theory
	Limited (although relatively long-lived) monopoly to encourage the authorship of expressive works; developed initially as a means of promoting publishing. Also reflects a moral sense that authors deserve to own the works they have created. 

	Source of Law
	© Act (federal); common law (limited)

	Subject Matter
	Literary, musical, choreographic, dramatic, and artistic works limited by idea/expression dichotomy (no protection for ideas, systems, methods, procedures); no protection for facts/research

	Standard for Protection
	Originality; authorship; fixation in a tangible medium

	Scope of Protection
	Rights of performance, display, reproduction, derivative works

	Period of Protection
	Life of author + 70 years; “works for hire”: minimum of 95 years after publication or 120 years after creation

	Disclosure
	© notice and publication no longer required, but confer certain benefits

	Rights of Others
	Fair use; compulsory licensing for music compositions, cable TV, et al.; independent creation

	Costs of Protection
	None (protection attaches at fixation); publication requires notice; suit requires registration; litigation costs

	Licensing and Assignment
	Assignor has termination right between 36th and 41st years following transfer.

	Remedies
	Injunction against further infringement; destruction of infringing articles; damages (actual or profits); statutory; attorney fees; criminal prosecution


Requirements: Originality, Fixation, and Formalities






Originality
· See 17 U.S.C. §102

· originality entails independent creation of a work featuring a modicum of creativity
· Courts have set the threshold of creativity necessary to satisfy the originality requirement to be quite low. All that is needed is that the “author contributed something more than “merely trivial” variation, something recognizably “his own.” It means little more than a prohibition of actual copying.

Feist Publications v. Rural Telephone Service (Originality, 1991)

· Facts: phonebook case.

· Issue: Should compilation of subscriber data in phone book format be © protectable? NO

· Rationale: common sense tells us that 100 uncopyrightable facts do not magically change their status when gathered together in one place. The distinction is one between creation and discovery: the first person to find and report a particular fact has not created the fact, he or she merely discovered its existence

· © protection is limited to the components of the work that are original to the author. 

· compilations are protected if the selection and arrangement are sufficiently creative. Has to have a modicum of creativity. 

Fixation

· See 17 U.S.C. § 101

· two essential elements – original work and tangible object – must merge through fixation in order to produce subject matter copyrightable under the statute. 

Formalities

· since the US joined the Berne Convention, formalities are largely voluntary and failure to comply does not risk forfeiture. 

Subject Matter: Exclusions










Idea/Expression Dichotomy codified in 17 U.S.C. § 102. 

Baker v. Selden (Idea-Expression Dichotomy; 1879)

· Facts: book-keeping book case.

· Issue: whether the exclusive property in a system of book-keeping can be claimed, under the law of ©, by means of a book in which that system is explained. NO.

· Rule: the description of the art in a book, though entitled to the benefit of ©, lays no foundation for an exclusive claim to the art itself.

· Rationale: as opposed to art, whose “form is their essence,” the teachings of science and the rules and methods of useful arts have their final end in application and use.

Morrissey v. Proctor & Gamble (Merger Doctrine; 1967)

· Facts: sweepstakes rules case.

· Rule: when the uncopyrightable subject matter is very narrow, so that the “topic necessarily requires,” if not only one form of expression, at best only a limited number, to permit © would mean that a party or parties, by ©ing a mere handful of forms, could exhaust all possibilities of future use of the substance. 

· Rationale: the number of ways such a sweepstakes rule can be written is so limited that it can’t be ©ed. 

· Merger Doctrine: when there is only one or but a few ways of expression of an idea, then courts will find that the idea behind the work merges with its expression and the work is not ©able.

Brandair International v. Cascade Pacific Lumber Co. (Useful article doctrine; 1987)

· Facts: ribbon bike rack case.

· Issue: What’s the line between “works of applied art” and “industrial designs not subject to © protection”?

· Holding: ribbon rack is product of industrial design. Form and function are inextricably intertwined in the rack, its ultimate design being as much the result of utilitarian pressures as aesthetic choices.

· Rule: Denicola test: if design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements. 

Subject Matter: Types of Goods










17 U.S.C. § 102: Subject Matter of ©: In General

(1) literary works; (includes computer programs)

(2) musical works, including any accompanying words;

(3) dramatic works, including any accompanying music;

(4) pantomimes and choreographic works;

(5) pictorial, graphic, and sculptural works;

(6) motion pictures and other audiovisual works;

(7) sound recordings; and

(8) architectural works

Roth Greeting Cards v. United Card Company (Compilation; 1970)

· Facts: greeting card © infringement suit

· Rule: to constitute infringement under the Act there must be substantial similarity b/t the infringing work and the work ©ed; and that similarity must have been caused by the D’s having copied the © holder’s creation

· Test of infringement: whether the work is recognizable by an ordinary observer as having been taken from the ©ed source.

Ownership













See 17 U.S.C. § 201

CCNV v. Reid (Works for hire; 1989)

· Facts: Sculpture created by sculptor under contract to create it for CCNV. 

· Issue: Is the making of a sculpture for an organization, by someone who contracts with the organization but is not an employee, a “work made for hire” as defined by the © Act? NO

· Rationale: Reid not CCNV employee. Supplied his own tools, worked in his own studio, decided own work schedule, sole discretion over hiring and paying assistants, etc.

Factors courts consider in deciding whether someone was an employee

· right to control the way the product is made

· skill required – was the person sought out b/c of their skill such that they should be looked at as more of an independent contractor?

· duration of the relationship

· where the work was being done

· whether the party has a right to assign additional projects (if yes, more likely to be viewed as an ongoing employment relationship)

· extent of the hired party’s control over the hours worked

· method of payment (salary or one time payment)

· role of hired party in hiring and paying assistants

· whether the work that is done is part of the regular business of the hiring party

· whether the hiring party is in business at all

· whether the employee has received benefits, taxes withheld from payment

Aalmuhammed v. Spike Lee (Joint works; 2000)

· Facts: A helped with authenticity of Malcolm X movie. Claims to be joint author.

· Issue: Do A’s contributions amount what constitutes a joint authorship? NO

· Rule: For a work to be a joint work, there must be:

· a ©able work;

· two or more authors; and

· the authors must intend their contributions be merged into inseparable or interdependent parts of a unitary whole. 

Duration and Renewal











Duration and Renewal
· duration of © protection has evolved significantly over the past century, generally moving in the direction of a longer term of protection

	TABLE 4-1

Duration of Copyright Protection

	Date work created
	Protected from
	Term of protection*

	Created January 1, 1978, or thereafter
	When the work is fixed in a tangible medium of expression
	Life of the author +70 years or if work of corporate, anonymous, pseudonymous entity,  or if work for hire, 95 years from publication, or 120 years from creation, whichever is less

	Published between beginning of 1964 and end of 1977
	When published with notice
	28 years for first term; automatic extension of 67 years for second term

	Published between 1923 and end of 1963
	When published with notice
	28 years for first term; could be renewed for 67 years; if not so renewed, now in public domain

	Created before January 1, 1978 but not yet published
	January 1, 1978, the effective date of the 1976 Act which eliminated common law copy right protection
	Life of the author plus 70 years or at least until 2003 if the work remains unpublished.  If the work is published by 2003, term expires in 2048.

	Sound recordings created prior to February 15, 1972
	Depends upon treatment under applicable state law.  “Any rights or remedies [for such works] under the common law or statutes of any State shall not be annulled or limited by this title until February 15, 2047.”  17 U.S.C. § 301(c).

	* Copyright terms run until the end of the calendar year in which they would otherwise expire.


Exclusive Rights












Reproduction

· right to copy granted by § 106(1) is not limited to exact reproduction

· two distinct problems: (1) proving whether someone has actually copied the work of another; and (2) whether the second comer appropriated sufficient material to violate the copyright.

Arnstein v. Porter (Copying; 1946)

· Facts: Arnstein sued Cole Porter for infringement of © of A’s musical compositions.

· Rule: if evidence of access is absent, the similarities must be so striking as to preclude the possibility that P and D independently arrived at the same result

· For unlawful appropriation, the test is the response of the ordinary lay hearer, not an expert.

· Sliding scale approach – the more access the less similarity is needed, the less access the more similarity needed. 

Nichols v. Universal Pictures Corp. (Improper Appropriation; 1930)

· case about the play about the Jewish & Irish fathers

· the question is whether the part taken is so “substantial,” and therefore not a “fair use” of the © work.

Steinberg v. Columbia Pictures (Substantial Similarity; 1987)

· case of the New Yorker vs. poster for “Moscow on the Hudson”

· Court defines substantial similarity as “whether an average lay observer would recognize the alleged copy as having been appropriated from the © work.”

Right to prepare derivative works

· 17 U.S.C. § 106(2) provides the © owner the exclusive right “to prepare derivative works based upon the © work”

Anderson v. Stallone (Derivative Works; 1989)

· Facts: A wrote an unsolicited treatment for Rocky IV after seeing Rocky III. Stallone used some of the ideas when writing Rocky IV. A is suing for infringement

· Issue: Is A’s work entitled to © protection? NO

· Rationale: Since A’s work infringed on Stallone’s © protection on the Rocky character, he cannot sue for infringement, and cannot get © protection for any part of his work

· Rule: no party of an infringing derivative work should be granted © protection

· ©able characters: Judge Hand’s test: © protection is granted to a character if it is developed with enough specificity so as to constitute protectable expression. 

Distribution Right

· § 106(3) grants © owners the right to distribute

· “First sale” doctrine: a © holder cannot restrict what a purchaser of a particular lawful copy does with that copy.
Public Performance and Display Rights

· © owners possess the exclusive right to perform or display their works publicly 17 U.S.C. § 106(4),(5)

Moral Rights












Moral Rights in the U.S. - § 106(A)

· when the US signed on the Bearne Convention, we were required to recognize moral rights in some form. Specific moral rights that the Conv. required us to include where the right of attribution and the right to integrity

· right of attribution - right to have your name affiliated with work you created and to take your name off things that you didn’t create

· right to integrity - protect the integrity of your artistic vision against modification by others 

· § 106A is a response to our treaty obligations. Only applies to works of visual arts that exist in single copies or works that have 200 or less copies if the copies are individually numbered and signed. 

· things to know:

· moral rights provision is incredibly limited. Know what works are protected and what rights are granted to authors of those works

· not available for works for hire

· limited for works that are incorporated into architectural works 

· duration of rights is different than © term – lasts for life of author b/c it’s a right that only the author may assert.

· may waive these rights

Contributory Infringement










Contributory © Infringement

· Contributory infringement originates in tort law and stems from the notion that one who directly contributes to another’s infringement should be held accountable. 

· Gershwin set out the doctrine: “one who, with knowledge of the infringing activity, induces, causes or materially contributes to the infringing conduct of another, may be held liable as a “contributory” infringer

Fonavisa v. Cherry Auction (Vicarious liability; 1996)

· Rule: if one party has the right and ability to supervise the infringing activity and also has a direct financial interest in such activities, they may be vicariously liable

· vicarious liability is more like an agency relationship – you have a party that is acting to the financial benefit to the other party, but not actively involved with infringement 

· contributory infringement: knowledge of act of direct infringement, Despite that knowledge, continues to facilitate.

Fair Use













17 U.S.C. § 107: Limitations on Exclusive Rights: Fair Use

· Fair use of © work, including such use by reproduction for purposes such as criticism, comment, news reporting, teaching, scholarship, or research, is not an infringement of ©. In determining fair use, factors include:

1. the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes; 

2. the nature of the © work;

3. the amount and substantiality of the portion used in relation to the © work as a whole; and

4. the effect of the use upon the potential market for or value of the © work

· it is well established that both the list of potentially fair uses and the factors to be considered in determining fair use are illustrative rather than exhaustive 

Harper & Row Publishers v. Nation Enterprises (Unpublished works; 1985)

· Facts: Gerald Ford memoirs; The Nation scooped Time, who had a K with publishers to pre-publish excerpts 

· Issue: Was the Nation’s use fair use? NO

· Rationale: unpublished nature of the work is key. The author’s right to control the first public appearance of his undisseminated expression will outweigh a claim of fair use. 

Sony Corp. of America v. Universal City Studios (Videotaping; 1984)

· Issue: Does Sony's sale of "Betamax" video tape recorders to the general public constitute contributory infringement of copyrighted public broadcasts under the Copyright Act? NO.

· Rationale: if the product is widely used for legitimate, unobjectionable purposes, or is merely capable of substantial noninfringing uses, then no contributory infringement

Campbell v. Acuff-Rose Music (Parody; 1994)

· 2 Live Crew v. Roy Orbison’s “Pretty Woman” versions.

· Issue: Is the parody fair use? YES

· Rationale: in order for a parody to work, it must be able to conjure up enough of the original work. Joinder of reference and ridicule.

Trademarks

Lanham Act § 45, 15 U.S.C. § 1127
Trademark. The term “trademark” includes any word, name, symbol, or device, or any combination thereof – 

(a) used by a person, or

(b) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act,...

Service Mark: The term “service mark” means any word, name, symbol, or device, or any combination thereof – 

(a) Used by a person, or

(b) which a person has a bona fide intention to use in commerce

	Underlying Theory
	Perpetual protection for distinctive nonfunctional names and dress in order to improve the quality of information in the marketplace

	Source of Law
	Lanham Act (federal); common law (unfair competition)

	Subject Matter
	Trademarks; service marks; certification marks; collective marks; trade dress

	Standard for Protection
	Distinctiveness; secondary meaning (for descriptive and geographic marks); use in commerce (minimal); famous mark (for dilusion cases)

	Scope of Protection
	Exclusive rights in U.S.; likelihood of confusion; false designation of origin

	Period of Protection
	Perpetual, subject to abandonment

	Disclosure
	® notice optional; establishes prima facie evidence of validity, constructive knowledge of registration, confers federal jurisdiction, becomes incontestable after 5 years of continuous use, authorizes treble damages and attorney fees, and righ to bar imports bearing infringing mark

	Rights of Others
	Truthful reflection of source of product; fair and collateral use

	Costs of Protection
	Registration search; marking product; litigation costs

	Licensing and Assignment
	No naked licences (owner must monitor licensee); no sales of trademark “in gross”

	Remedies
	Injunction; accounting for profits; damages; attorney fees; seizure and destruction of infringing goods
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